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BEST AVAILABLE COPY 



REMARKS/ARGUMENTS 



Claims 1-3, 5-12, and 14-20 are pending in the application. Claims 1, 2, 8, 9, 1 1, and 12 
have been amended. Support for the amendments can be found in the specification, for example, 
on pages 5 and 7, as well as in the original claims. No new matter has been added by way of 
amendment. Re-examination and reconsideration of the claims as amended are requested. Also, 
Applicants respectfully request that the remarks and arguments presented herein be 
considered in accordance with MPEP §707.07(f), as the previously issued Final Office Action 
of April 8, 2004 and the Advisory Action of July 6, 2004, appear not to have taken into 
consideration Applicants' previously-made arguments. 

In accordance with the Notice of Draftsperson's Patent Drawing Review dated March 3, 
2000, and forwarded to Applicants with the Advisory Action of July 6, 2004, Applicants 
herewith submit formal drawings in accordance with the comments in the Notice. If these 
drawings are not acceptable, Applicants request clarification as to why the drawings are deemed 
not acceptable so that appropriate action can be taken to correct any problems. 

The Objection to the Specification Should Be Withdrawn 

Applicants note that the specification had been amended in Applicants' response of 
August 14, 2003 as suggested in the Office Action of June 17, 2003. However, the Office 
Action of April 8, 2004 reiterated the objection to the specification verbatim from the 
previously-issued Office Action (of June 17, 2003). Applicants were confused by this duplicate 
objection and again resubmitted these amendments with the Amendment After Final of June 7, 
2004, but it seems that these amendments still have not been entered in the case. Accordingly, 
Applicants are again submitting these amendments herewith for the third time. If the objection 
to the specification is now made on a different basis, clarification is requested so that Applicants 
can properly address the objection. 
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The Rejection of Claims Under 35 U.S.C.S1 12. First Paragraph, 
Should Be Withdrawn 

The Final Office Action dated April 8, 2004 (pages 2-3) rejected claims 1-3, 5-12, and 
14-20 under 35 U.S.C. § 1 12, first paragraph, as failing to comply with the written description 
and enablement requirements. Applicants respectfully traverse these rejections. 

Particularly, the Final Office Action (page 2) stated that a limitation that had been added 
to independent claims 1 and 8 constituted new matter and therefore the claims failed to comply 
with the written description requirement. This limitation recited that the engineered protein 
comprised an amino acid sequence which differed from the amino acid sequence of a native 
protein by at least one essential amino acid residue. While the specification does not provide in 
haec verba support for this limitation, Applicants believe that the description of the invention in 
the specification encompasses such embodiments. For example, on page 5 (lines 1-5) generally 
discuss the types of modifications that can be made to a protein, and on page 14 (lines 16-17), 
the specification discusses that "theoretically each variant contains zero to twenty-two additional 
methionines." Applicants note that "[i]n order to satisfy the written description requirement, the 
disclosure as originally filed does not have to provide in haec verba support for the claimed 
subject matter at issue." Purdue Pharma L.P. v. Faulting, Inc., 230 F.3d 1320, 1323 (Fed. Cir. 
2000). Nevertheless, in order to advance prosecution, this limitation has been removed from the 
claims. Accordingly, the written description rejection on this basis should be withdrawn. 

The Final Office Action (pp. 3-4) has maintained the rejection of claims 1-3, 5-12, and 
14-20 as failing to comply with the written description requirement. The Office Action states 
that: 

Applicant does not describe a representative number of exemplary nucleic 
acid molecules that define the genus of sequence[s] having increased 
essential amino acid content as broadly claimed. There is [sic — are] 
insufficient relevant identifying characteristics to allow one of skiil [sic — 
skill] in the art to predictably determine the structure of other nucleic acid 
molecules absent further guidance. 
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Applicants respectfully disagree with this conclusion. The present specification discloses 

the amino acid sequences of VSPa and VSP/3, the sequences of several methionine-enriched 

VSP/3 variants, and a nucleic acid molecule encoding an engineered protein (VSP/3-Met 10; see 

Figure 4). As previously acknowledged in the Office Action of June 17, 2003 (page 4): 

Applicant teaches proposed methionine enriched VSP/3 variants based on 
conserved amino acid residues within VSP homologues (pages 15-16 and 
Figure 2); positions of possible tolerated amino acid substitutions within 
VSP/3 (pages 16-19); a strategy for isolating correctly folded methionine 
enriched variants of VSP/3 by testing for binding to a VSP/3 specific 
antibody (pages 19-22) and methionine enriched variant VSP/3-[Met]10 
binding to wild type VSP/3 specific antibodies (page 19). 

Thus, the present specification provides exemplary nucleotide and amino acid sequences 
as well as guidance regarding evaluation of the functional limitations of the claims. 

Amended independent claim 1 and its dependent claims recite that the nucleic acid 
molecule comprises a nucleotide sequence which encodes an engineered VSPa or VSP/3 protein 
comprising an amino acid sequence which differs from the amino acid sequence of a native 
protein, wherein said engineered protein has an altered amino acid composition in comparison to 
said native protein, wherein said altered amino acid composition comprises an increase in 
essential amino acid content to at least 5% and wherein said engineered protein binds to at least 
one antibody, monoclonal antibody, antibody fragment, or protein which binds to said native 
protein, wherein said native protein is VSPa or VSP/3. 

Amended independent claim 8 and its dependent claims recite that the stably transformed 
plant has inserted into its genome a nucleotide sequence which encodes an engineered VSPa or 
VSP/3 protein comprising an amino acid sequence which differs from the amino acid sequence of 
a native protein, wherein said engineered protein has an altered amino acid composition in 
comparison to said native protein, wherein said altered amino acid composition comprises an 
increase in essential amino acid content to at least 5% and wherein said engineered protein binds 
to at least one antibody, monoclonal antibody, antibody fragment, or protein which binds to said 
native protein, wherein said native protein is VSPa or VSP/3. 

The Final Office Action (April 8, 2004, page 3) concluded that there are insufficient 
relevant identifying characteristics to allow one of skill in the art to predictably determine the 
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structure of other nucleic acid molecules absent further guidance. Applicants respectfully 
disagree. Applicants note that the description of a representative number of species does not 
require the description to be of such specificity that it would provide individual support for each 
species that the genus embraces. See, Guidelines for Examination of Patent Applications Under 
the 35 U.S.C. 1 12, First Paragraph, "Written Description" Requirement, 66 Fed. Reg. 1099, 1 106 
(2001). Satisfactory disclosure of a "representative number" depends on whether one of skill in 
the art would recognize that the applicant was in possession of the necessary common attributes 
or features of the elements possessed by the members of the genus in view of the species 
disclosed. 66 Fed. Reg. 1099, 1 106 (2001). Applicants respectfully emphasize that the 
knowledge and level of skill in the art would allow a person of ordinary skill to envision the 
claimed invention. 

Furthermore, the description of a claimed genus can be by structure, formula, chemical 
name, or physical properties. See, Ex parte Maizel, 27 USPQ2d 1662, 1669 (B.P.A.I. 1992), 
citing Amgen v. Chugai, 927 F.2d 1200, 1206 (Fed. Cir. 1991). A genus of nucleotide sequences 
such as those recited in independent claims 1 and 8 may therefore be described by means of a 
recitation of structural features common to the genus, which features constitute a substantial 
portion of the genus. See, Regents of the University of California v. Eli Lilly &Co.,\ 19 F.3d 
1559, 1569 (Fed. Cir. 1997); see also 66 Fed. Reg. 1099, 1 106 (2001). The recitations that the 
native protein is VSPa or VSP/3 and that the engineered VSPa or VSP/3 protein binds to at least 
one antibody, monoclonal antibody, antibody fragment, or protein which binds to said native 
protein is sufficient to satisfy the written description requirement. 

Consequently, contrary to the conclusion stated in the Office Action, the nucleotide 
sequences encompassed by genus claims 1 and 8 are defined by relevant identifying physical and 
chemical properties. In fact, the common attributes or features of the elements possessed by the 
members of these genera is that they encode an engineered VSPa or VSP/3 protein which 
comprises an amino acid sequence that is defined in reference to VSPa or VSP/3. The necessary 
common features of the claimed genus are clear. 

Applicants further note that the Federal Circuit has explicitly stated that 
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Eli Lilly did not hold that all functional descriptions of genetic material 
necessarily fail as a matter of law to meet the written description 
requirement; rather, the requirement may be satisfied if in the knowledge 
of the art the disclosed function is sufficiently correlated to a particular, 
known structure. 

Arngen, Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1332 (Fed. Cir. 2003). See 
also, Moba, B. V. v. Diamond Automation, Inc., 325 F.3d 1306, 1320 (noting that "[i]n 
more recent cases, however, this court has distinguished Lilly " and further noting that in 
Enzo Biochem, Inc. v. Gen-Probe, Inc., 323 F.3d 956 (Fed. Cir. 2002), "neither the 
specification nor the deposited biological material recited the precise 'structure, formula, 
chemical name, or physical properties' required by Lilly.") 

In summary, the description of a representative number of species does not require the 
description to be of such specificity that it would provide individual support for each species that 
the genus embraces. Applicants submit that the relevant identifying physical and chemical 
properties of the disclosed genus would be clearly recognized by one of skill in the art and 
consequently, Applicants were in possession of the necessary common attributes or features of the 
elements possessed by the members of the genus. Accordingly, the rejection of claims 1-3, 5-12, 
and 14-20 under 35 U.S.C. §112, first paragraph, for lack of written description should be 
withdrawn. 

The Final Office Action (April 8, 2004, page 3) maintained the rejection of claims 1-3, 5- 
12, and 14-20 as failing to comply with the enablement requirement. Applicants respectfully 
traverse this rejection. 

The present specification discloses the amino acid sequences of VSPa and VSP/3, the 
sequences of several methionine-enriched VSP/3 variants, and a nucleic acid molecule encoding 
an engineered protein (VSP/3-Met 10; see Figure 4). As noted in the previous Office Action 
(6/17/03, page 4): 

Applicant teaches proposed methionine enriched VSP/3 variants based on 
conserved amino acid residues within VSP homologues (pages 15-16 and 
Figure 2); positions of possible tolerated amino acid substitutions within 
VSP/3 (pages 16-19); a strategy for isolating correctly folded methionine 
enriched variants of VSP/3 by testing for binding to a VSP/3 specific 
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antibody (pages 19-22) and methionine enriched variant VSP/3-[Met]10 
binding to wild type VSP/? specific antibodies (page 19). 

Thus, the present specification provides exemplary nucleotide and amino acid sequences 
as well as guidance regarding evaluation of the functional limitations of the claims. Applicants 
believe that the teachings of the present specification, when considered by those of skill in the 
art, satisfy the enablement requirement. 

The Final Office Action (page 4) made a number of statements regarding the enablement 

rejection, as follows; statements are numbered for ease of reference in the comments that follow. 

The Office Action stated that: 

[1] Applicant teaches methionine enriched variant VSP/3-[Met]10 binding 
to wild type VSP/3 specific antibodies (page 19) which only suggest that 
VSP/3- [M]et 10 may be correctly folded in an E. coli secretion system as 
stated by Applicant in the specification on page 20, lines 1-2. This does 
not meet [the] required level of certainty as recited in the limitation of 
Claims 1 and 8 "retains the conformation of the native protein and 
therefore binds." [2] Further, Applicant has not addressed the Examiner's 
statements in the enablement rejection directed towards the limitations of 
monoclonal antibodies in discriminating against non-native or non- 
corresponding VSP/3 variants. [3] Moreover, the results Applicant recites 
on page 19 of the specification do not indicate any background binding as 
relative control. [4] Furthermore, no guidance is provided for making an 
engineered protein having an altered amino acid composition that would 
bind to a modified protein that binds to a native protein. It is uncertain 
which alteration would be compatible with the other alterations and how 
one would assay for productive binding. [5] Nonetheless, undue 
experimentation would be required to make, clone, and express a 
multitude of non-exemplified variants of a nucleic acid molecule encoding 
a protein engineered for an increase in the level of essential amino acids, 
that binds with an antibody or protein molecule that also binds with a 
native form of the engineered protein and would require one of skill in the 
art to test in a myriad of non-exemplified plants for expression. 

These statements, considered collectively, indicate that the Examiner is applying an 
inappropriately high standard of enablement to the present claims. Applicants respectfully 
submit that the present claims meet the enablement requirement and should be allowed. 

With regard to statement 1, claims 1 and 8 have been amended to remove the limitation 



requiring that the engineered protein retains the conformation of the native protein. It is 
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expected that the engineered VSPa or VSP/3 proteins of the claims will retain the conformation 
of the native VSPa or VSP/3 protein as determined by their ability to bind to at least one 
antibody, monoclonal antibody, antibody fragment, or protein. Indeed, the Office Action 
acknowledged that the working example provided on page 19 of the specification, which teaches 
that the exemplary engineered protein VSP/3-MetlO binds to wild type VSP/3 antibodies, suggests 
that VSP/3-MetlO is correctly folded in an E. coli secretion system. Nevertheless, in order to 
advance prosecution, the claims have been amended. Therefore, the rejection of claims on the 
basis that this limitation imposed a requirement for additional information has been obviated. 

With regard to statement 2, the Final Office Action was apparently referring to the 
comments in the previous Office Action of June 17, 2003 (page 5, first paragraph), which stated 
that: 

Interacting molecules do not predictably interact with proteins. Bendayan 
S. et al. teach a Mab raised against one antigen cross-reacting with 
determinants from other proteins [citation omitted]. Further, it is well 
known in the art that Mab recognize linear portions of a protein of up to 8 
contiguous amino acids and thus, would not necessarily discriminate 
against non-native or non-corresponding VSP/3 variants. 

Those of skill in the art are aware of such phenomena and would be able to make and test 

antibodies for particular experiments that suited the needs of those experiments. One of skill in 

the art would also be able to make and use a panel of antibodies that distinguished between 

native proteins and proteins that had a different conformation than the native protein if the 

situation required such an evaluation. However, these are not requirements of the claims. The 

Examiner appears to be reading additional limitations into the claims and then rejecting those 

"phantom claims" for lack of enablement, which is not the appropriate analysis. The present 

claims meet the enablement requirement and should be allowed. 

Similarly, the Office Action in statement 3 indicates that the Examiner wishes that rather 

than simply describing the results of the experiments provided in the working examples, 

Applicants had provided detailed raw data from those experiments. Applicants are unaware of 

any requirement that raw data be provided in an application. Moreover, those of skill in the art 

are accustomed to descriptions of experiments that summarize the results, e.g., at scientific 

meetings, and, without more, would not have reason to doubt results reported in this manner. If 
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the Examiner has reason to doubt Applicants' description of the experiments in the specification 

as filed, he is invited to provide an affidavit under 37 C.F.R. § 104(d)(2) explaining the basis 

therefor so that Applicants may understand and properly address the rejection. 

With regard to statement 4, Applicants note that independent claims 1 and 8 (and 

therefore the remaining claims, which are dependent thereon) have been amended to remove the 

objected-to term, "modified protein." This term is defined in the specification, but the term 

"protein" which remains in the claims encompasses all types of proteins, whether modified or 

unmodified. Accordingly, the rejection on this basis, if any, should be removed. In this context, 

Applicants note the working example described on page 21, which teaches a filter lift assay 

involving the binding of a native protein to various engineered VSPjSs: 

Fifty E, coli colonies containing randomly mutated VSP/3 genes were 
picked as small patches to an SB agar plate containing glucose and 
ampicillin. Patches were allowed to grow overnight at 37°C and were then 
transferred to a nitrocellulose filter. On the surface of an SB agar plate 
containing ampicillin and TP TG, this filter was placed on top (cell-side up) 
of a separate blocked filter to which the antigen (e.g., VSPa) had been 
coated. During an overnight incubation at 30°C, the cells expressed the 
VSP/3 variant they encoded. These proteins were able to diffuse through 
the top filter and, if correctly folded, bind the antigen-coated filter below. 
The next day, the antigen-coated filter was washed with PBS-0.05% 
Tween and incubated with HRP/anti-e tag conjugate. Since the VSP/3 
mutants are cloned into the pCANTAB-5E vector which fuses a C- 
terminal epitope tag (e-tag) to the VSP/3 protein variants, bound proteins 
were detected by this antibody in combination with enhanced 
chemiluminescence detection. 

Thus, working examples are provided in the specification illustrating the use of protein- 
protein interactions. 

In statement 5, the Examiner concludes that undue experimentation would be required to 
"make, clone, and express a multitude of non-exemplified variants of a nucleic acid molecule 
encoding a protein engineered for an increase in the level of essential amino acids, that binds 
with an antibody or protein molecule that also binds with a native form of the engineered protein 
and would require one of skill in the art to test in a myriad of non-exemplified plants for 
expression." Applicants respectfully disagree with this conclusion. 
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First, in contrast to the conclusions stated in the Office Action, guidance is provided as to 
the limitations of the claims. Applicants have provided exemplary sequences of VSPa and 
VSP/?, as well as exemplary sequences of "VSP/3-Metl0," "VSP/3-Met20 and "VSPj3-Met30" 
(see, e.g., the sequence listing). Applicants have provided extensive guidance for making 
proteins having altered amino acid compositions, for example, on pages 5-7 (guidance for 
making substitutions and discussing changes in essential amino acid content) and in the 
Experimental section on pages 13 et seq. Particularly, pages 13 and 16-17 include an extensive 
discussion of various protein modification strategies and describe positions expected to tolerate 
conservative and non-conservative substitutions; see also the data provided in Tables 1 and 2 on 
pages 22 and 23. The specification also provides a working example (on p. 19) in which VSP/3- 
MetlO was produced in E.coli and found to bind to the same antibodies as wild-type VSPjS. This 
example also provides guidance for using antibodies to bind to a native or engineered protein, 
and further guidance is provided for protein-protein interactions in the working example 
described on page 14. Applicants believe that this amount of guidance is sufficient for one of 
skill in the art to make and use the claimed invention. 

Applicants stress that when evaluating the quantity of experimentation required, the court 
looks to the amount of experimentation required to practice a single embodiment of the invention 
rather than the amount required to practice every embodiment of the invention. For example, in 
Wands, the claims at issue were drawn to immunoassay methods using any monoclonal antibody 
having a binding affinity for HbsAg of at least 10" 9 M. The PTO had taken the position that the 
claim was not enabled, as it would take undue experimentation to make the monoclonal 
antibodies required for the assay. The Federal Circuit reversed and held that the claims were 
enabled because the amount of experimentation required to isolate monoclonal antibodies and 
screen for those having the correct affinity was not undue. See Id. Clearly, the Federal Circuit 
did not contemplate that every antibody useful in the methods of the claim must be identified. 
Rather, the court considered the amount of experimentation required to identify one or a few 
monoclonal antibodies having the required affinity. See also, Johns Hopkins University v. 
Cellpro, 931 F. Supp. 303, 324 (D. Del. 1996), affd in part, vacated in part, and remanded, 47 
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USPQ2d 1705 (Fed. Cir. 1998) (stating that M [t]he specification need only enable one mode of 
making the claimed invention. 1 '). 

In the instant case, the quantity of experimentation required to practice the invention 
amounts to only a few steps: generating a nucleic acid molecule comprising a nucleotide 
sequence that encodes protein having an altered amino acid composition and determining 
whether that protein binds to at least one antibody or protein which binds to the corresponding 
native VSPa or VSP/3 protein. All of these steps are readily within the skill of those in the art 
and such assays, while routine in the art, have further been presented in the specification, 
particularly in working examples described on pages 14 and 19. Some of the claims (eg., claim 
8 and claims dependent thereon) are drawn to plants containing nucleotide sequences encoding 
such proteins, and the additional steps required to practice these claims are also routinely 
performed by those of skill in the art. 

Ample guidance is therefore provided to allow one of skill in the art to make and use the 
claimed invention. Consequently, contrary to the conclusions stated in the Office Action, the 
quantity of experimentation necessary and the amount of guidance presented in the specification 
is sufficient to enable the claimed nucleic acid molecules and plants. Accordingly, the rejection 
of the claims under 35 U.S.C. §112, first paragraph, should be withdrawn. 

In view of the above arguments and amendments, all grounds for rejection under 35 
U.S.C. § 112, first paragraph, have been overcome. Accordingly, it is respectfully submitted that 
the rejections under 35 U.S.C. § 1 12, first paragraph, should be withdrawn. 

The Rejection of Claims Under 35 U.S.C.§1 12, Second Paragraph, 
Should Be Withdrawn 

The Final Office Action of April 8, 2004 (page 5) rejected claims 1-3, 5-12, and 14-20 
under 35 U.S.C. §112, second paragraph, as being indefinite. Applicants respectfully traverse 
this rejection. 

Claim 1 and other claims were rejected as being indefinite due to their recitation of "at 
least about"; the claims have been amended in order to clarify the lower limit of the claim. 
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Similarly, claims 1 and 8 were rejected as indefinite for their recitation of "capable of binding," 
and these claims have been amended as suggested to clarify that scope of the claims. Support for 
the amendments can be found throughout the specification, particularly for example on pages 2 
and 7. Applicants note that one of skill in the art will appreciate that the claim does not require 
simultaneous binding by a particular antibody, monoclonal antibody, antibody fragment, or 
protein to both the native and engineered protein, as demonstrated, for instance, in the working 
example provided in the specification on page 21 ("Filter Lift Assay"). 

Claims 1 and 8 were also rejected as indefinite for reciting a broad range or limitation 
together with a narrow range or limitation. Applicants note that these claims have been amended 
for clarification to remove the narrower range or limitation; accordingly, this ground for rejection 
has been obviated by amendment. 

In view of the above amendments and comments, Applicants respectfully submit that the 
rejection of claims under 35 U.S.C. §112, second paragraph, should be withdrawn. 

The Rejection of Claims Under 35 U.S.C. § 102(e) Should Be Withdrawn 

The Final Office Action (page 5) and the Advisory Action of July 6, 2004, maintained the 
rejection of claims under 35 U.S.C. §102 as anticipated by references previously cited against the 
claims in this case. Applicants are confused by this rejection because, as discussed in 
Applicants 5 previous response of August 14, 2003 and the Amendment After Final filed June 7, 
2004, the cited references do not teach all of the limitations of the claims and therefore 
cannot anticipate the claims under 35 U.S.C. §102. Indeed, the rejections in the Final Office 
Action and the Advisory Action appear to have been repeated almost verbatim from the 
previously issued Office Action of June 17, 2003, despite the amendments and arguments in 
Applicants' response of August 14, 2003 (retransmitted to the PTO on December 18, 2003), 
which were apparently not considered. Applicants respectfully request that the remarks and 
arguments presented herein be considered in accordance with MPEP §707.07(f), as the 
previously issued Final Office Action of April 8, 2004 and the Advisory Action of July 6, 2004, 
appear not to have taken into consideration Applicants 5 previously-made arguments. 
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The Final Office Action (page 6) maintained the rejection of claims 1-3, 5-11, 14, and 17- 
18 under 35 U.S.C. § 102(e) as being anticipated by Jung R. et al Applicants again respectfully 
traverse this rejection. Independent claims 1 and 8 (and therefore claims 2-3 and 5-7 which are 
dependent on or incorporate the limitations of claim 1 and claims 9-12 and 14-20 which are 
dependent on or incorporate the limitations of claim 8) were previously amended (in 
Applicants' response of August 14, 2003) to include additional limitations. Particularly, 
independent claims 1 and 8 now include the limitation that the native protein is VSPa or VSP/3. 
The Jung reference does not teach or suggest this limitation and therefore cannot 
anticipate the subject matter of the claims. Accordingly, Applicants respectfully submit that 
the rejection of claims 1-3, 5-11, 14, and 17-18 under 35 U.S.C. §102(e) as being anticipated by 
Jung R. et al should be withdrawn. 

The Final Office Action and the Advisory Action maintained the rejection of claims 1-3, 
5-12, 15-16, and 18-20 under 35 U.S.C. § 102(e) as anticipated by Tarczynski et al U.S. Pat. No. 
6,080,913, filed September 25, 1996. Applicants respectfully traverse this rejection. 

Independent claims 1 and 8 (and therefore claims 2-3 and 5-7 which are dependent on or 
incorporate the limitations of claim 1 and claims 9-12 and 14-20 which are dependent on or 
incorporate the limitations of claim 8) were previously amended (in Applicants' response of 
August 14, 2003) to include additional limitations. Particularly, independent claims 1 and 8 
now include the limitation that the native protein is VSPa or VSPjS. The Tarczynski reference 
does not teach or suggest this limitation and therefore cannot anticipate the subject matter 
of the claims. Accordingly, Applicants respectfully submit that this rejection of the claims 
under 35 U.S.C. § 102(e) should be withdrawn. 

The Rejection of Claims Under 35 U.S.C. §103 Should Be Withdrawn 

The Final Office Action (page 8) and the Advisory Action maintained the rejection of 
claims 1-3, 5-11, and 14-20 under 35 U.S.C. §103(a) over the Jung reference in view of Gordon- 
Kamm et al (1990) The Plant Cell 2: 603-608. As in the Office Action of June 17, 2003, the 
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Final Office Action of 4/8/04 erroneously states that "[t]he claims are drawn to soybean and 
maize plants transformed with a nucleic acid molecule encoding a vegetative storage protein. ..." 

Applicants again respectfully traverse this rejection. Applicants again note that claims 1- 
4 are not drawn to transformed plants and therefore should apparently not have been 
included in this rejection. In addition, the claims that are drawn to transformed plants are not 
limited to maize and soybean, as stated in the Office Actions. Applicants also reiterate that the 
Jung reference has the same assignee as the present application and therefore the Jung 
reference is not available to be cited against the present application under 35 U.S.C. 
§103(c). 

To emphasize this point, which was noted in Applicants' previously filed response of 
August 14, 2003 (retransmitted to the PTO on December 18, 2003), Applicants reiterate that the 
assignee on the Jung reference (i.e., Pioneer Hi-Bred International, Inc.) is the same 
assignee as the one on the present application. Applicants provide herewith a copy of the 
assignment filed in the parent case, Application No. 08/988,015, which shows that these 
applications are assigned to Pioneer Hi-Bred International, Inc. Applicants here quote 35 U.S.C. 
103(c) in its entirety, with the particularly pertinent text highlighted for the Examiner's 
convenience: 

Subject matter developed by another person, which qualifies as prior art 
only under one or more of subsections (e), (f), and (g) of section 102 of 
this title, shall not preclude patentability under this section where the 
subject matter and the claimed invention were, at the time the invention 
was made, owned by the same person or subject to an obligation of 
assignment to the same person. 

(35 U.S.C. § 103(c)). Because the assignee of the Jung reference and the assignee of the 
present application are the "same person," the Jung reference is not available as a reference 
against the present claims under 35 U.S.C. §1 03(c). 

The only remaining reference cited against the claims is Gordon-Kamm et al. ((1990) The 
Plant Cell 2: 603-608). This reference is characterized in the Office Action as teaching 
"transformation of maize." Because the claims involve many more elements than the mere 
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transformation of maize, none of which are taught by Gordon-Kamm et al. 9 the claims are not 
rendered obvious in view of this reference. 

Although the Tarczynski reference was not cited against the claims under 35 U.S.C. 
§ 103(c), Applicants again note that the assignee on the Tarczynski reference (i.e., Pioneer Hi- 
Bred International, Inc.) is the same assignee as the one on the present application and therefore 
the Tarczynski reference is not available as a reference against the present claims under 35 
U.S.C. §103(c). 

In view of the above arguments, Applicants respectfully submit that the rejection of 
claims under 35 U.S.C. §103 (a) should be withdrawn. 

Consideration Of Previously Submitted Information Disclosure Statement 

Applicants again note (as they did in the previous response of August 14, 2003 which 
was retransmitted to the PTO per the Examiner's request on December 18, 2003, and the 
Amendment After Final of June 7, 2004) that an initialed copy of the PTO Form 1449 that was 
submitted with Applicants' Information Disclosure Statement filed January 6, 2000, has not been 
returned to Applicants' representative with the Office Action. In addition, an initialed copy of 
the PTO Form 1449 that was submitted with Applicants' Information Disclosure Statement filed 
August 14, 2003, has not been returned to Applicants' representative with the Office Action. 
Accordingly, it is again requested that an initialed copy of these Forms 1449 be forwarded to the 
undersigned with the next communication from the PTO. In order to facilitate review of the 
references by the Examiner, copies of the Information Disclosure Statements and the Forms 1449 
are attached hereto. Copies of the cited references were provided at the time of filling the 
original Information Disclosure Statement, and, therefore, no additional copies of the references 
are submitted herewith. Applicants will be pleased to provide additional copies of the references 
upon the Examinees request if it proves difficult to locate the original references. 



Appl.No.: 09/478,567 
Filed: January 6, 2000 
Page 22 



CONCLUSION 

In view of the above amendments and remarks, Applicants submit that the rejections of 
the claims under 35 U.S.C. §§112, 102, and 103 are overcome. Applicants respectfully submit 
that this application is now in condition for allowance. Early notice to this effect is solicited. 

If in the opinion of the Examiner, a telephone conference would expedite the prosecution 
of the subject Application, the Examiner is invited to call the undersigned. 

It is not believed that extensions of time or fees for net addition of claims are required, 
beyond those that may otherwise be provided for in documents accompanying this paper. 
However, in the event that additional extensions of time are necessary to allow consideration of 
this paper, such extensions are hereby petitioned under 37 CFR § 1.136(a), and any fee required 
therefore (including fees for net addition of claims) is hereby authorized to be charged to Deposit 
Account No. 16-0605. 

Respectfully submitted, 



Leigh W. Thorne 
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